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Applicant’s Reply Brief –Ex Parte Appeal: SN 85/878,822 and 85/878,838  2

COMES NOW Applicant, Tango Card, Inc., and hereby submits this Reply in response to 

the Examining Attorney’s brief filed August 3, 2014. Applicant has appealed the Examining 

Attorney’s refusal to register Applicant’s REWARDS AS A SERVICE mark on the grounds that 

the mark is merely descriptive of the applied-for services pursuant to Trademark Act  §2(e)(1), 

15 U.S.C. §1052(e)(1). 

 

ARGUMENT  

I.  REWARDS AS A SERVICE Is A Suggestive And Incongruous Play On “Software 

As A Service” 

A mark is merely descriptive if it immediately describes an ingredient, quality, 

characteristic, function, feature, purpose or use of the specified goods or services. See In re 

Gyulay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987), see also Nautilus Group, Inc. v. ICON 

Health & Fitness, Inc., 372 F.3d 1330, 1342-43 (Fed. Cir. 2004) (noting that all suggestiveness 

requires is “imagination or any type of multistage reasoning to understand the mark’s 

significance”) (emphasis added). 

Incongruity is also a strong indication that a mark is suggestive rather than merely 

descriptive. In re Tennis in the Round Inc., 199 USPQ 496, 498 (TTAB 1978) (TENNIS IN THE 

ROUND held not merely descriptive for providing tennis facilities, the Board finding that the 

association of applicant’s marks with the phrase “theater-in-the-round” created an incongruity 

because applicant’s tennis facilities are not at all analogous to those used in a “theater-in-the-

round”).  

Like the TENNIS IN THE ROUND mark in In re Tennis, Applicant’s REWARDS AS A 

SERVICE mark transforms a well-known phrase and creates an incongruous meaning.  
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Applicant’s mark is a clever play on the phrase “software as a service,” where the term 

“software” has been replaced with the term “rewards.” “Software as a service” is a phrase 

commonly known to refer to “a software delivery model in which software and associated data 

are centrally hosted on the cloud,” and accessed via a web browser. See RFR, Exhibit A. 

However, Applicant’s play on “software as a service” is not immediately apparent, but instead 

requires a multistage reasoning to be understood.  When consumers encounter Applicant’s 

REWARDS AS A SERVICE mark, they must engage in a multi-step process to comprehend its 

meaning: consumers must encounter Applicant’s mark, recognize the words “AS A SERVICE;” 

realize that “AS A SERVICE” comes from the well-known phrase “software as a service;”  

understand that “software” has been replaced with REWARDS; and conclude that Applicant’s 

REWARDS AS A SERVICE mark is a play on words based on the well known phrase “software 

as a service.” Therefore, Applicant’s REWARDS AS A SERVICE mark is suggestive and not 

merely descriptive.  

Furthermore, the term “rewards” in Applicant’s REWARDS AS A SERVICE mark, 

means “money or another kind of payment that is given or received for something that has been 

done.” See RFR, Exhibit B. Consequently, Applicant’s REWARDS AS A SERVICE mark, when 

read literally, would be interpreted as if Applicant itself is engaged in the practice of rewarding 

people. This is not the case here; Applicant provides a means for third-parties to give out 

rewards in an efficient and effective manner. This odd usage of the term “rewards” contributes to 

the multi-stage reasoning required for consumers to understand how Applicant’s mark relates to 

Applicant’s services. Additionally, Applicant has noted that numerous other creative “______ 

AS A SERVICE” marks have been registered on the principal register. See Applicant’s Appeal 

Briefs, Table 1. Consequently, Applicant’s REWARDS AS A SERVICE mark is suggestive  

rather than merely descriptive.  
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